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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply * \ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 



WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

1)H Responsive to commun i oot i on(o) f il od ort . / x "\ 

2a)^ This action is FINAL. 2b)D This action is non-final. 

3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 



Status 



Disposition of Claims 

4)159 Claim(tf) X is/afe pending in the application. — • — 

4a) Of the above claim(s) is/are withdrawn from consideration. 



5) D Claim(s). 

6) E[ Claim(s). 

7) D Claim(s). 

8) D Claim(s). 



is/are allowed. • * 'V' 1 ' 

. is/are rejected, 
is/are objected to. 

, are subject to restriction and/or election requirement. 
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Application Papers 1 

9)D The specification is objected to by the Examiner. , : ■ ,yn- (1 .,, - •,, > t c : oi thi^pommun^< ,r ' 

10)63 The drawing(s) filed on > V^TT is/are: a)fiC accepted or b)Q objected to;by|he f Exa^ • v 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). ■'- 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )□ The oath or declaration is objected^to by the Examiner. Note the attached Office Action or form PTO-1 52. 



Priority under 35 U.S.C. § 119 

...... . ■• . ..• 'v r :un:n:l maiters^prorecution .a£tdtho inerjsia* 

12)D Acknowledgment is made of a* claim for foreign priority under 35 U.S.p. L §^tt9(a]l-(d) or (O^Tv 

^□aii b)D Some * c)D None of: * * /" 



Certified copies of the priority documents have been received. " K: ^ 
2.D Certified copies of the priority documents have been received in Application No. 



-/ 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



.j'GCttV. ZMr ' 
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1) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) Q Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 
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Status of Application 

Applicant's response under 37 C.F.R. 1.105 filed May 26, 2006 is acknowledged. 
Applicant's comments filed May 26, 2006 have been fully considered but are not found— ^ — 
persuasive as to the issues set forth in this Office action. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 



• • * ' * '\ 

Claim Rejection 

The Claim remains rejected under 35 U.S.C. 102(b) as being clearly anticipated by Plant 
Breeder's Right application number 1 998 1 667 (European Union) taken in view of Applicant's 
admission that 'PenjuT was "sold on March 1, 1999 in Germany" (Page 2 of response filed r 
October 7, 2002) and that "some commercial sales of 'PenjuT in Europe at the beginning of the 



2000 season." had taken place (Page 2 of response filed May 26, 2006), for the reasons stated in 
the previous action. 

Response to Arguments 

Applicant's remarks filed May 26, 2006 have been fully considered but are not 
considered persuasive for the following reasons: 

, Applicant argues "The scant information available in Plant Breeders' Rights publications. 
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relating to Tenjul' would not have enabled one of ordinary skill in the art to reproduce the y 
^claimed plant.". The Examiner respectfully disagrees with Applicant for the following reasons: ; ; 

The Examiner understands the primary contention of Applicant is that not every material 
element is disclosed in the primary reference (PBR 19981667). However, here, as in in re 
Donohue, the invention described in the primary reference teaches the invention but does not f ^ 



steach every single inherent property of the invention. It still anticipates the claim. As explained 

• ■ • • •* . . \ .V . s . r-' t. 

in In re Donohue: 

"Applicant also argues that the references fail to teach the solubility characteristics 
melting point range set forth in dependent claims 25 and 28 respectively.. However, ; ~ - ~ J - r 
where as here, the dicarboxylic acid TMB£ and dimethyl ester TMBP of Nomura are 
identical to the claimed invention, the properties of Nomura's compounds are inherently 
the same as those of the claimed invention in the absence of proof to the contrary. See In 

re Best 562 F.2d 1252. 195 USPQ 430.43334 (CCPA):"-226~US^ 

j \ i-» lh^p:::rarv ; !u: ; : t-. ^ ■ . V ■>'}. i !u\ve\ uiViute, as in'feS^vto 

The claim in a plant patent application is drawn to a "plant" as described and illustrated iifc 

j i * 

the specification, i.e. the claim is drawn to a plant with certain inherent characteristics. The cited 
Plant Breeders' Rights (PBR) document, which serves as the anticipatory reference, is drawn to 

. _ . „. s - ; . _ _ „ JF- S \ r ^- " ■ 

the exact same plant as claimed. As a result, the PBR publication teiaches each material element ,r 
of the claim even if the disclosure is not detailed as an application for plant patent. 

The PBR publication, together with public availability of the plant, i.e. applicant's own 



•Lproal k> !)ic £onirtfy>,Sec (11% 
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admission that plants of the instant cultivar were ^sold on March 1, 1999 in Germany" (Page 2 of 
response filed October 7, 2002) and that "some commercial sales of 'Penjul' in Europe at the 
beginning of the 2000 season." had taken place (Page 2 of response filed May 26, 2006), would 
have allowed a skilled artisan to take the teachings of the Plant Breeders Right application and 
combine it with his own knowledge of the art to t>e in possession of the invention or simply 
obtain a plant since the plant was available (March 1999 and/or beginning of the 2000 season). 
For the instant application, the plant was described in the Plant Breeder's Right 

application 1^981667 (European Union), when combined with commercial availability in;a 

* ' - ' . . ' / • : fy. '""Viwi 

foreign country, would have enabled one skilled in the art to reproduce the claimed invention. • 



Final 

^ THIS ACTION IS MADE FINAL even though it is a first action in this caise. See . 
MPEP § 706.07(b). Applicant is reminded of the extension of time policy as set forth in 37 



CFR 1.136(a). 



•i'i 



A shortened statutory period for reply to this final action is set to.expire THREE , g ■ ! 

.ii - : :: 'c /• ~ • •;: r ~ r ~ - • •■ :: r,:^ 

^MONTHS from the mailing date of this action; In the event a first reply is filed within TWO ^ 

MONTHS of the mailing date of this final action and the advisory action is not mailed until after 

* - .. ..• .% . . * *MnfK iai ..n * ,*:-toiiny n t m 

the end of the THREE-MONTH shortened statutory period, then the shortened statutory period, 

will expire on the date the advisory action is mailed, and any extens ion fee pursuan| to '37^ - - -1 [ 
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■ ■/ • - . 



\ 



CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no, however, 
event will the statutory period for reply expire later than SIX MONTHS from the mailing date o£ * 
^this final action. «" ! ■•' 



Future Correspondence 



Any inquiry concerning this communication or earlier communications from the . v pagc 4 lf 4 
^Examiner should be directed to Kent L. Bell whose telephone number is (571) 272-0973; The k^. 
Examiner can normally be reached Monday through Thursday from 6:00 am to 4:30 pin. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner -s 
supervisor, Anne Marie Grunberg, can be reached at (571) 272-0975. 

The fax phone numbenforJhe group is (703) 872-9306.- V/f^y, • ,,, 

Any inquiry of a general nature or relatin&to the status of this application should be 
directed to the Group receptionist whose telephone number is (571)i272-1600. » 



K. L. Bell 



